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REMARKS 

The Examiner rejected claims 1-3 and 8-15 under 35 U.S.C. § 101; rejected claims 1-15 
under 35 U.S.C. § 1 12 If 1; rejected claims 1-3 and 8-15 under 35 U.S.C. § 102(b). Applicants 
amend claims 1, 4, 8, and 15. Claims 1-15 remain in the case. 

Amendments to Claims 1, 8, and 15 
Applicants amend claims 1,8, and 15 in order to correct obvious typographical errors: In 
claim 1, "comprises" is replaced with "comprising." In claim 8, "elements,including" is 
corrected by inserting a space. In claim 15, an extra "and" is removed. No new matter has been 
added through these amendments. 

Rejection of Claims 1-3 and 8-15 under 35 U.S.C. § 101 
The Examiner rejected claims 1-3 and 8-15 under 35 U.S.C. § 101 on the ground that 
they are directed to non- statutory subject matter. In particular, the Examiner writes that although 
Applicants mention a "measurement task," Applicants do not actually measure anything in the 
claims, thus there is no real world data in the claims and the result does not reach the real world 
to have a "useful, concrete, and tangible result" as required by the State Street Bank standard. 
Applicants respectfully traverse. 

With regard to independent claim 1 , Applicants amend the preamble of claim 1 as 
follows: "A method of configuring a measurement task on a protocol tester to perform a 
measurement task comprises comprising the steps of:" This amendment merely rephrases the 
preamble in order to more clearly express that the result of claim 1 is a protocol tester which is 
configured to perform a measurement task. This result is "useful, concrete, and tangible" for the 
following reasons: 

The result of claim 1, i.e. a protocol tester which is configured to perform a measurement 
task, is "useful" because it facilitates "monitoring of an interface of a GPRS network." (page 1, 
lines 16-17) Facilitating the analysis of such a telecommunication network is "specific, 
substantial, and credible" utility. (MPEP § 2107) 

The result of claim 1, i.e. a protocol tester which is configured to perform a measurement 
task, is "concrete" because it is "reproducible" and "predictable." ("Interim Guidelines for 
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Examination of Patent Applications for Patent Subject Matter Eligibility", Official Gazette 
Notices, Nov. 22, 2005, http://www.uspto.gov/web/offices/com/sol/og/2005/week47/ 
patgupa.htm, hereinafter "Interim Guidelines") That is, one of ordinary skill in the art of protocol 
analysis recognizes that a protocol tester configured according to the claimed steps is 
"reproducible" and "predictable." 

The result of claim 1, i.e. a protocol tester which is configured to perform a measurement 
task, is "tangible" because a test and measurement instrument configured to perform a specific 
measurement is a "real-world result" with a "practical application" (Interim Guidelines), not a 
mere "abstract idea."/« re Alappat, 33 F.3d 1526, 1543, 31 U.S.P.Q.2d 1545 (Fed.Cir. 1994). 

For these reasons, the result of claim 1 is "useful, concrete, and tangible" and therefore 
claim 1 is directed to statutory subject matter. Applicants therefore request that the rejection of 
claim 1 under 35 U.S. C. § 101 be withdrawn. 

Claims 2, 3, and 8-14 are patentable because they depend from claim 1, which is 
patentable as discussed above. Accordingly, Applicants request that the rejection of claims 2, 3, 
and 8-14 under 35 U.S.C. § 101 be withdrawn. 

With regard to independent claim 15, Applicants amend the preamble of independent 
claim 15 as follows: "A protocol tester for configuring a measurement task comprising:" The 
preamble as so amended more clearly and succinctly describes the claimed subject. No new 
subject matter has been added through this amendment. 

Applicants submit that claim 15 is patentable under 35 U.S.C. § 101 itself, without 
consideration of the State Street Bank standard, because the subject matter of claim 15 is a new 
and useful machine. (Note that the preamble of claim 15 is in the usual form of "An apparatus 
comprising. . ." and the elements are components of the apparatus.) The State Street Bank 
standard is reserved for determining whether abstract ideas and mathematical algorithms 
(judicial exceptions to 35 U.S.C. § 101) are useful. Therefore, Applicants request that the 
rejection of claim 15 under 35 U.S.C. § 101 be withdrawn. 

Rejected of Claims 1-15 under 35 U.S.C. § 1 12 If 1 
The Examiner rejected claims 1-3 and 8-15 under 35 U.S.C. § 1 12 \ 1 on the ground that 
such a rejection is required due to the abovementioned rejection under 35 U.S.C. § 101; rejected 
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claims 4-7 under 35 U.S. C. § 1 12 K 1 on the ground that claim 4 depends from claims 1-3 in the 
conjunctive. 

With regard to claims 1-3 and 8-15, the rejection under 35 U.S.C. § 1 12 1 is no longer 
required because the rejection under 35 U.S.C. § 101 has been overcome, as discussed above. 
Applicants therefore request that the rejection of claims 1-3 and 8-15 under 35 U.S.C. § 1 12 ]f 1 
be withdrawn. 

With regard to independent claim 4, Applicants amend claim 4 as follows: "The method 
according to one of claims 1 -3 ... " Claim 4 as so amended overcomes the ground of rejection 
because it depends from claims 1-3 in the alternative, and is an acceptable multiple dependent 
form according to MPEP § 608.01(n)(I)(A). Accordingly, Applicants request that the rejection of 
claim 4 under 35U.S.C.§1121}lbe withdrawn. 

Claims 5-7 are patentable because they depend from claim 4, which is patentable as 
discussed above. Accordingly, Applicants request that the rejection of claims 5-7 under 35 
U.S.C. § 1 12 U 1 be withdrawn. 

Rejection of Claims 1-3 and 8-15 under 35 U.S.C. § 102(b) 
The Examiner rejected claims 1-3 and 8-15 under 35 U.S.C. § 102(b) as being anticipated 
by Perholtz et al. (U.S. Patent No. 5,732,212 A) (hereinafter "Perholtz"). Applicants respectfully 
traverse on the ground that Perhotz does not teach or suggest every element required by claims 1- 
3 and 8-15. 

With regard to independent claim 1, Applicants amend claim 1 as follows: "a) displaying 
a problem field on a display device of the protocol tester . . ." This amendment merely brings the 
language "protocol tester" from the preamble into the elements of the claim in order to clarify the 
scope of the claimed subject matter. No new matter has been added through this amendment. 

Perholtz does not teach or suggest a "protocol tester" as required by claim 1 as so 
amended, and thus claim 1 is not anticipated by Perholtz. Therefore, Applicants request that the 
rejection of claim 1 under 35 U.S.C. § 102(b) be withdrawn. 

Claims 2-14 are patentable because they depend from claim 1, which is patentable as 
discussed above. Accordingly, Applicants request that the rejection of claims 2-14 under 35 
U.S.C. § 102(b) be withdrawn. 
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With regard to independent claim 15, Applicants amend claim 15 as follows: "means for 
displaying a plurality of measurement tasks of the protocol tester ..." This amendment merely 
brings the language "protocol tester" from the preamble into the elements of the claim in order to 
clarify the scope of the claimed subject matter. No new matter has been added through this 
amendment. 

Perholtz does not teach or suggest a "protocol tester" as required by claim 15 as so 
amended, and thus claim 15 is not anticipated by Perholtz. Therefore, Applicants request that the 
rejection of claim 15 under 35 U.S.C. § 102(b) be withdrawn. 

Conclusion 

In view of the foregoing remarks, allowance of claims 1-15 is urged, and such action and 
the issuance of this case are requested. 

Respectfully submitted, 
Christian Schocnfcld ct al. 

Bv: /Michael A. Nelson/ 

Michael A. Nelson 
Reg. No. 59,450 
(503) 627-1785 (Voice) 
(503) 627-71 19 (Fax) 

December 5, 2006 
Tektronix, Inc. 
P.O. Box 500 
Delivery Station 50-LAW 
Beaverton, OR 97077 
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